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INTRODUCTION 

Mandamus is “among the most potent weapons in the judicial arsenal.”  Will 

v. United States, 389 U.S. 90, 107 (1967).  It is “reserved for really extraordinary 

causes.”  Lamb v. Principi, 284 F.3d 1378, 1382 (Fed. Cir. 2002) (quoting Ex parte 

Fahey, 332 U.S. 258, 260 (1947)).  “Its office is not to control the decision of the 

trial court, but rather merely to confine the lower court to the sphere of its 

discretionary power.”  Will, 389 U.S. at 107 (internal quotation marks omitted). 

 POSCO does not—and cannot—demonstrate that mandamus is appropriate 

in this discovery matter.  Both the district court and the Special Master faithfully 

applied the Third Circuit’s controlling legal standard to these particular facts and 

exercised their sound discretion.  The balancing of competing interests does not 

remotely approach the sort of extreme abuse of discretion necessary to justify 

mandamus relief.  Indeed, this Court has already considered and rejected a 

mandamus petition on similar facts in In re Jenoptik, 109 F.3d 721 (Fed. Cir. 

1997).  

STATEMENT OF FACTS 

Plaintiff Nippon Steel & Sumitomo Metal Corporation (“Nippon”) has long 

been a worldwide leader and innovator in the industrial steel industry, including 

the manufacture of grain-oriented electrical steel (“GOES”).  Dkt. 46 (First 

Amended Complaint), ¶ 10.  In the late 2000s, Nippon became aware that 
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defendant POSCO—a more recent entrant in the GOES industry—had participated 

in a systematic, and company-sanctioned, program of using illicit means to build 

its GOES business on the back of Nippon’s proprietary GOES technology.  Id., 

¶¶ 12–14.  Using bribery and pay-offs to former Nippon employees, POSCO 

obtained proprietary Nippon documents that described Nippon’s technology and 

willfully copied Nippon’s GOES manufacturing methods.  Id.  To redress 

POSCO’s actions, Nippon instituted worldwide litigation against POSCO, 

including a theft-of-trade-secret case in Japan and this suit in the District of New 

Jersey for willful patent infringement and unfair competition.   Ex. C, at 1; Dkt. 46.  

POSCO responded by filing a declaratory judgment action against Nippon in 

Korea, asserting that it had not stolen Nippon’s trade secrets.  Ex. C, at 1 n.1. 

Early in the U.S. litigation, the parties disputed the scope of a protective 

order that would govern the use of confidential discovery produced.  Given the 

overlap in the underlying facts of the foreign and U.S. litigations, Nippon sought a 

protective order that would permit both parties to use confidential information 

produced in the U.S. litigation in the Japanese and Korean litigations (“cross-use”).  

Ex. C, at 1–4.  POSCO opposed such a protective order and sought an order that 

limited use of all confidential material to the U.S. case.  Ex. B, at 1–8.  The issue 

was referred to a Special Master for resolution, who rejected a blanket provision 

Case: 15-112      Document: 14     Page: 8     Filed: 11/17/2014



3 

permitting the use abroad of confidential discovery produced in the U.S. litigation.  

Ex. D, at 4. 

As the cases progressed, it became clear that POSCO had taken positions in 

the foreign cases that discovery obtained from POSCO in the U.S. litigation 

directly contradicted.  Ex. J, at 1–2, 8–20.  Given these conflicts, Nippon moved 

for a limited modification of the protective order to permit select, relevant 

discovery to be accessed and used by outside counsel in the related foreign 

litigations.  Id. at 1–3.  Nippon’s motion sought use of approximately 3,000 pages 

from the more than 5,000,000 pages produced by POSCO.  Id. at 2, 8. 

After extensive briefing and oral argument, the Special Master granted 

Nippon’s request for limited cross-use.  Applying the Third Circuit’s standard for 

modification of a protective order, set forth in Pansy v. Borough of Stroudsburg, 

23 F.3d 772, 790 (3d Cir. 1994), the Special Master weighed the relevant factors.  

Ex. L, at 16–23.  Most notably, to address POSCO’s interests in its confidential 

information, the Special Master set out several “very strict protection[s]” that 

Nippon must abide by to “assure that the information will be kept confidential as it 

has been kept in this jurisdiction”: 

(1) Foreign counsel would sign the same Protective Order in place here 

and submit to the jurisdiction of this Court if they violate same; 
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(2) Clients would not have access to the information (which means 

foreign counsel may not share the information with the parties or their 

corporate representatives, agents, employees and the like); 

(3) Nippon will stipulate that it submits to the jurisdiction of this Court, if 

there is any violation of the Protective Order abroad; 

(4) Before the documents may be submitted for use by a foreign court, the 

court must identify the information and agree that it will be maintained as 

confidential and restricted from third party access; 

(5) If the courts cannot do that or find that the information would not be 

restricted from third party access, Nippon will withdraw the information and 

not submit same to the courts for use abroad. . . . ;  

(6) If the court does not grant a motion to seal the information, the 

information will be withdrawn. 

Id. at 22–23.  The Special Master found that these strict protections safeguarded 

POSCO’s privacy interests in the confidentiality of its documents and respected 

POSCO’s claimed reliance that its information would be maintained as 

confidential.  Id.   Indeed, the Special Master noted that, based on these provisions, 

POSCO will “know with certainty that . . . the documents will be maintained as 

confidential (and, therefore, will suffer no prejudice).”  Id. 
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POSCO appealed the Special Master’s order to the district court, arguing 

that the Special Master applied the wrong legal standard.  Ex. Q.  On de novo 

review, the district court affirmed the Special Master’s order, finding that “[t]he 

Special Master applied the correct legal standard,” Ex. P, at 4, and “performed the 

balancing test set forth in Pansy,” Ex. P, at 2.   

STANDARD FOR GRANTING A WRIT OF MANDAMUS 

A party seeking a writ bears the burden of demonstrating:  (1) that its “right 

to issuance of the writ is clear and indisputable,” (2) that it has “no other adequate 

means to attain the relief [it] desires,” and (3) “even if the first two prerequisites 

have been met, . . . that the writ is appropriate under the circumstances.”  Cheney v. 

U.S. Dist. Ct. for D.C., 542 U.S. 367, 381 (2004) (internal quotation marks 

omitted); see also In re Regents of Univ. of Cal., 101 F.3d 1386, 1387 (Fed. Cir. 

1996). 

To warrant the extraordinary relief of mandamus, the decision must not only 

be “erroneous,” but also an “abuse of judicial power.”  Bankers Life & Cas. Co v. 

Holland, 346 U.S. 379, 382 (1953).  As this Court has explained, 

[M]andamus is . . .  to be reserved for the most serious and critical ills, and if 
a rational and substantial legal argument can be made in support of the rule 
in question, the case is not appropriate for mandamus, even though on 
normal appeal, a court might find reversible error. 

In re Cordis Corp., 769 F.2d 733, 737 (Fed. Cir. 1985).  That high standard is only 

met by showing a “clear abuse of discretion” or a “usurpation of judicial power.” 
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In re Jenoptik, 109 F.3d at 722.  Mandamus is “hardly ever” available when 

challenging a district court’s balancing of matters left to its discretion.  Allied 

Chem. Corp. v. Daiflon, Inc., 449 U.S. 33, 36 (1980) (emphasis omitted).    

ARGUMENT 

I. THE DISTRICT COURT APPLIED THE PROPER LEGAL 
STANDARD 

POSCO fails to demonstrate that the Special Master and the district court 

clearly and indisputably abused their discretion.  To the contrary, both the district 

court and the Special Master carefully adhered to Pansy’s framework, and 

reasonably balanced the relevant competing interests when modifying the 

protective order to permit limited cross-use under “very strict protection[s].”  

Ex. L, at 22. 

Pansy articulates a two-part approach when considering motions to modify. 

First, “[t]he party seeking to modify the order of confidentiality must come 

forward with a reason to modify the order.”  Pansy, 23 F.3d at 790.  Then, “[o]nce 

that is done, the court should then balance the interests, including the reliance by 

the original parties to the order, to determine whether good cause still exists for the 

order.”  Id.  In addition to reliance, the relevant factors include whether a 

legitimate privacy interest exists, whether the information is being sought for a 

proper purpose, and whether sharing the information will promote fairness and 

efficiency.  Id. at 787.  Pansy notes, however, that the list of factors is “not 
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exhaustive,” and that the analysis is “unavoidably vague.”  Id. at 789.   Pansy thus 

accords district courts great “flexibility” to consider “the particular circumstances 

in the cases before them.”  Id.  (internal quotation marks omitted); see also 

Glenmede Trust Co. v. Thompson, 56 F.3d 476, 483 (3d Cir. 1995) (noting Pansy 

factors “are neither mandatory nor exhaustive”).  Rather than acknowledge this 

flexibility, POSCO, like it did below, bases its mandamus challenge on “selective 

quot[ation]” of Pansy.  Ex. P, at 3.   

A. Nippon Came Forward With A Reason To Modify The 
Protective Order 

POSCO does not challenge the district court’s conclusion that Nippon had 

satisfied Pansy’s first step.  The Special Master determined that “certain facts have 

changed and information has been gleaned that did not then exist” when the 

original protective order was entered.  Ex. L, at 21.  Notably, now Nippon is able 

to “identif[y] a finite number of documents” that “may be relevant” to the co-

pending cases in Japan and Korea, and “provide[] completeness.”  Id. at 17–18, 22.  

The district court observed—correctly—that “POSCO has not disputed the factual 

basis for [that] finding.”  Ex. P, at 4.   
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B. The District Court And The Special Master Properly 
Determined That Good Cause Existed To Modify The 
Protective Order Under Pansy 

1. The District Court Did Not Abuse Its Discretion by 
Taking Into Account the Relevance of the Discovery 
Materials and Considering Precedents from Other 
Circuits  

The district court’s and the Special Master’s consideration of the relevance 

of the documents as part of their good cause analysis was not an abuse of 

discretion, but rather is amply consistent with Pansy’s grant of flexibility.  Indeed, 

it only makes good sense.  The relevance informs—at the very least—(1) the 

legitimacy of Nippon’s interest in seeking cross-use (the more relevant, the 

greater), (2) the legitimacy of POSCO’s privacy interest in the documents (the less 

relevant, the greater), (3) the fairness of cross-use (the more relevant, the more 

equitable it is to permit cross-use), and (4) the efficiencies achieved through cross-

use (the more relevant, the more they speed a court’s truth-seeking function). 

That is why, for example, even the authorities invoked by POSCO consider 

the relevance of the documents when examining good cause.  See, e.g., LG Display 

Co. v. AU Optronics Corp., No. 06-726-LPS, 2010 WL 5463305, at *4  (D. Del. 

Dec. 29, 2010)  (denying cross-use, in part, because movant “has not even 

demonstrated that these documents are relevant to the [other action]”).   And if it is 

fair to deny cross-use in part because a party fails to show that documents are 

relevant, then it must also be legally permissible—and not a clear abuse of 
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discretion of a type that could justify mandamus relief—to place significant 

emphasis on the relevance of documents when justifying cross-use.  See, e.g., In re 

Volkswagen of Am., Inc., 566 F.3d 1349, 1351 (Fed. Cir. 2009) (noting that 

mandamus is “inappropriate under our precedents” if a discretionary decision is 

“based on [a] rational argument”). 

A similar flaw in reasoning bedevils POSCO’s argument that consideration 

of precedent outside of the Third Circuit somehow constitutes an abuse of 

discretion.  It is black-letter law that courts may consider relevant non-binding 

authorities for their persuasive impact, and it is common practice for them to do so.  

Indeed, this Court does it all the time, see, e.g., Moravec v. Office of Pers. Mgmt., 

393 F.3d 1263, 1268 n.3 (Fed. Cir. 2004); Transmatic, Inc. v. Gulton Indus., Inc., 

180 F.3d 1343, 1350 (Fed. Cir. 1999), as does the Third Circuit, see, e.g., Pansy, 

23 F.3d at 789–90.  Here the decisions discussed by the district court and Special 

Master specifically address establishing good cause for cross-use of documents 

from U.S. litigation in foreign litigation, and, in doing so, apply many of the same 

factors identified in Pansy.  See, e.g., Beckman Indus., Inc. v. Int’l Ins. Co., 966 

F.2d 470, 475–76 (9th Cir. 1992) (reliance); Infineon Techs. AG v. Green Power 

Techs. Ltd., 247 F.R.D. 1, 3–4 (D.D.C. 2005) (reliance and privacy interests); In re 

Jenoptik, 109 F.3d at 723 (reliance and defendant’s legitimate privacy interest).  

Indeed, Pansy itself relied on decisions from several circuits, including the very 
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Ninth Circuit decision—Beckman Indus., 966 F.2d 470—to which POSCO’s 

petition points to illustrate the supposed differences between Ninth Circuit and 

Third Circuit precedent.  See Pansy, 23 F.3d at 789–90; Pet. at 11 (citing 

Beckman).  The district court’s review of the same authority reviewed by the Third 

Circuit on the same point hardly is the stuff of mandamus relief.  See, e.g., Ex. P, at 

3 (district court examining Beckman citation in Pansy when evaluating POSCO’s 

reliance interest). 

2. The District Court and Special Master Carefully 
Considered the Pansy Good Cause Factors  

 Perhaps because it cannot and “has not disputed” the relevance of the 

discovery to the foreign courts, as the district court found, see Ex. P, at 4, POSCO 

contends that the Special Master inappropriately “collapsed” the entire Pansy 

analysis into a “may be relevant” standard.  Pet. at 13.  But that contention is 

refuted by any fair reading of that decision.  The Special Master emphasized that 

relevance is but one factor to be considered, stating that even where information 

“may be relevant” to a foreign proceeding, “[cross] use will only be allowed by our 

Courts . . . if the defendant in this case is not prejudiced and is adequately 

protected.”  Ex. L, at 20 (emphasis added).  To protect these interests, the Special 

Master’s order further explained that Pansy’s two-part framework requires that 

“even after a party comes forward with a reason to modify a discovery 
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confidentiality order, the Court should then balance the interests, including the 

reliance by the . . . parties to the order.”  Id. at 18.1   

The district court similarly acknowledged Pansy’s additional balancing 

requirement:  “The party seeking to modify the order of confidentiality must come 

forward with a reason to modify the order.  Once that is done, the court should 

then balance the interests, including reliance by the original parties to the order, 

to determine whether good cause exists for the order.”  Ex. P, at 2 (quoting Pansy, 

23 F.3d at 790) (emphasis added).  The district court found “no error” under de 

novo review because “[t]he Special Master applied the correct legal standard” and 

“weighed a number of factors” in making his determination.  Ex. P, at 4. 

POSCO does not dispute that the decisions below articulate the correct legal 

standard, but nevertheless claims that the district court and the Special Master 

somehow “bypassed” the very analysis they purported to apply.  Pet. at 13.  That 

contention lacks merit.  Both orders considered the relevant Pansy factors, and 

both reasonably concluded that the balancing test favored limited cross-use with 

strict protections for confidentiality.  That result was not only consistent with other 

Third Circuit district court decisions applying Pansy, see, e.g., INVISTA N. Am. 

                                           

 1 Indeed, the Special Master framed his opinion as answering the dual questions 
of “(1) what has changed [since the original protective order was entered] and 
(2) if [cross-use is] allowed, how will POSCO be protected?”  Ex. L, at 17. 
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S.a.r.l. v. M&G USA Corp., No. 11-1007-SLR-CJB, 2013 WL 1867345, at *2 (D. 

Del. Mar. 25, 2013), but also compelled by Pansy itself.  Given the Special 

Master’s and the district court’s findings that the protective order adequately 

safeguarded POSCO’s documents from both Nippon and the public, Pansy 

required cross-use: “[i]f access to protected [material] can be granted without harm 

to legitimate secrecy interests . . . continued judicial protection cannot be 

justified.”  23 F.3d at 790 (emphasis added).  

a. The Protective Order Amply Safeguards 
POSCO’s Reliance Interests 

The district court  discussed and addressed reliance.  Ex. P, at 3.  It simply 

reached a conclusion that POSCO dislikes: POSCO’s reliance interests did not 

outweigh the other factors suggesting cross-use.  Id.  The court explained at length 

why POSCO’s reliance interests—given these particular facts—do not prohibit 

cross-use:  

 Mere compliance with a court order compelling discovery is not . . . what the 
Pansy Court had in mind.  In this context, POSCO did not rely on the 
original DCO, producing discovery that it would otherwise have kept 
confidential.  To the contrary, POSCO produced discovery because this 
Court ordered it to do so. . . .  POSCO’s compliance with a valid court order 
is not a reliance consideration within the meaning of Pansy. 

Id.   

That conclusion was reasonable and entirely within the bounds of Pansy.  

Not only did Pansy reject a “stringent” test for permitting modification, 23 F.3d at 
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789–90, but Pansy also specifically instructed district courts that reliance “should 

not be outcome determinative, and should only be one factor that a court considers 

when determining whether to modify an order of confidentiality.”  Id. at 790 

(emphasis added).   While POSCO ignores this caveat, the district court did all that 

Pansy required, and POSCO cannot show an error, let alone a mandamus-worthy 

abuse of discretion.2  

Further, the Special Master’s order, which the district court adopted, also 

explains how any reliance by POSCO on the documents remaining confidential 

was safeguarded by the extensive restrictions on cross-use under the modified 

protective order.  Ex. L, at 22–23; see also id. at 18–19.  The Special Master’s 

restrictions obligate Nippon, for example, to obtain agreement from the foreign 

court that the information will be maintained as confidential from third parties 

before submission for use by the foreign court.  Id. at 22–23.  And, other courts 

examining the same question reached the same reasonable conclusion.  See, e.g., 

Infineon, 247 F.R.D. at 3 (“[T]here is no issue of reliance in this case because the 

confidentiality provisions will remain in place.”); In re Ethylene Propylene Diene 

Monomer, 255 F.R.D. 308, 323–24 (D. Conn. 2009) (same).   

                                           

 2 POSCO’s reliance assertions are further undercut given that the protective order 
is a blanket protective order, and Pansy indicates that “[r]eliance will be less” 
with “overinclusive” protective orders.  23 F.3d at 790. 
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 Pansy, moreover, imposes no obligation on the district court or the Special 

Master to give credence to POSCO’s “[b]road” and “unsubstantiated” claims of 

“harm” that its trade secrets might be publically released despite the multiple 

safeguards imposed to prevent that very harm.  Pansy, 23 F.3d at 786; see, e.g., 

Infineon, 247 F.R.D. at 3; In re Ethylene, 255 F.R.D. at 318, 323–24; cf. In re 

Linerboard Antitrust Litig., 333 F. Supp. 2d 333, 339–40 (E.D. Pa. 2004).  As 

such, the decisions below fairly concluded under Pansy—given the facts here—

that any reliance interests that POSCO had in the original protective order when 

disclosing trade secrets had been preserved by the modified protective order.  See, 

e.g., In re Jenoptik, 109 F.3d at 723 (noting reasonability, on mandamus review, of 

determining that a party’s interest in restricting confidential information to outside 

counsel can be safeguarded by requiring outside counsel to be bound by the 

protective order).3   

                                           

 3 In weighing POSCO’s reliance interests, the Special Master also relied on 
Pansy for the proposition that “parties that rely on an order do so ‘with 
knowledge that under some circumstances’ the order ‘may be modified by the 
Court.’”  Ex. L, at 18 (quoting Pansy, 23 F.3d at 790).  Indeed, the original 
protective order contained a provision that contemplated modification.  Ex. E, 
¶ 19 (“This Discovery Confidentiality Order is being entered without prejudice 
to the right of any party to move the Court for modification . . . of its terms.”); 
see also In re Ethylene, 255 F.R.D. at 320 (noting that a party reasonably relies 
less on a protective order that contemplates modification).  
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POSCO’s citation to LG is not to the contrary.  All LG demonstrates is that a 

different judge, considering a different set of facts—the documents in LG were not 

shown to be relevant—exercised his discretion to conclude that the Pansy 

balancing test favored maintaining a particular protective order.  2010 WL 

5463305, at *4.  LG does not compel an opposite result here—as the documents at 

issue in LG were not relevant, the case in favor of cross-use was weaker, and thus 

more likely to be outweighed by any reliance interests the LG court credited. 

b. The Special Master Accounted for POSCO’s 
Legitimate Privacy Interests 

POSCO claims that the district court ignored POSCO’s legitimate privacy 

interests; yet, the Special Master acknowledged that “[c]onfidentiality is of 

paramount concern to POSCO,” and he protected that “paramount concern” by 

imposing strict conditions “to assure that the information will be kept confidential 

as it has been kept in this jurisdiction.”  Ex. L at 18, 22–23.  And on review, the 

district court assessed this balancing and concluded that “no error” had occurred.  

Ex. P, at 4.  That decision is not an abuse of discretion. 

Courts—including this one—agree that extending protective orders to 

foreign counsel safeguard a party’s legitimate privacy interests.  See In re Jenoptik, 

109 F.3d at 723 (“[L]egitimate interests in privacy can be protected by putting . . . 

the parties requesting modification . . . under the same restrictions as those 

contained in the original protective order.” (quoting Beckman Indus., 966 F.2d at 
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475)); Infineon, 247 F.R.D. at 3 (“[C]onfidentiality concerns can be allayed 

by . . . putting [foreign] counsel under the terms of the Protective Order.”).  

POSCO’s authorities are not to the contrary and do not remotely establish 

that the analysis below was clearly and indisputably wrong.  For example, In re 

Deutsche Bank Trust Co., 605 F.3d 1373 (Fed. Cir. 2010), merely stands for the 

proposition that companies have a general interest in not disclosing secrets to their 

competitors, and that any actual harm on that point should be determined on a 

case-by-case basis.  Id. at 1378–79.  And all Everest National Insurance Co. v. 

Sutton shows on this point is the unsurprising proposition that companies are 

harmed when their trade secrets are made public.  No. 07-722, 2010 WL 4387522, 

at *6 (D.N.J. Oct. 28, 2010).   Here, the district court (1) took those privacy 

concerns into account, and then (2) went to great lengths to ensure that the limited 

cross-use will not result in disclosure of trade secrets to Nippon or the public.  

POSCO is left speculating that “even though the district court imposed restrictions 

on the use of POSCO’s information by foreign counsel, materials . . . may 

nonetheless become accessible to third parties.”  Pet. at 23 (emphasis added).  Such 

speculative harm falls far short of demonstrating a clear and indisputable error in 

the decision below.  See, e.g., Shingara v. Skiles, 420 F.3d 301, 307 (3d Cir. 2005) 

(explaining that relying on the fact that something “could” happen “is exactly the 

type of broad, unsubstantiated allegation of harm” rejected by Pansy). 
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c. Cross-Use Serves a Legitimate Purpose 

Likewise, there is no merit to POSCO’s contention that the decisions “failed 

to consider whether Nippon was seeking to modify” the protective order “for a 

legitimate purpose.”  Pet. at 16.  The Special Master indisputably considered the 

issue.  Again, POSCO simply dislikes his conclusion:  the Special Master 

concluded that Nippon’s request for modification should be granted because 

(1) Nippon fairly sought to submit documents to the foreign courts that “provid[ed] 

a completeness to”—i.e., contradicted—POSCO’s positions in Japan and Korea, 

Ex. L, at 22, (2) “it is up to the Japanese court or Korean court to decide whether 

they wish to use” the confidential information provided to them, id., and (3) no 

cited precedent beyond a dissent suggested that a desire to cross-use information 

was improper, id. at 23.   

Moreover, the Special Master’s recognition that cross-use is legitimate has 

substantial support in both precedent and practice.  As the Special Master noted in 

his order, “[t]here is no doubt that the federal courts of this country have permitted 

‘cross use’ in certain situations.”  Ex. L, at 17.  Indeed, courts routinely permit 

cross-use where the subject discovery is limited, where there is a credible argument 

that the discovery may be pertinent to the foreign litigation, and where 

confidentiality protections are maintained.  See, e.g., In re Jenoptik, 109 F.3d at 

722–24 (affirming, on mandamus review, a district court’s determination that a 
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“protective order should not be a means to keep relevant information from courts” 

(internal quotation marks omitted); Infineon, 247 F.R.D. at 3–5; see also INVISTA, 

2013 WL 1867345, at *2 (noting a “general principle that federal courts allow full 

use of . . . discovery information in foreign forums” (internal quotation marks 

omitted)).   

The Supreme Court has also approved of the over 150-year practice of 

providing U.S. discovery to aid foreign proceedings, and it has emphasized that 

doing so is in no way illegitimate or improper.  See Intel Corp. v. Advanced Micro 

Devices, Inc., 542 U.S. 241, 247, 261–62 (2004).  As Intel explained, the rule 

POSCO proposed here—that discovery should not be provided when it is not 

available under local law—is “senseless” because (1) foreign courts remain 

entirely in control of the evidence they consider, and (2) foreign discovery rules in 

no way signal opposition to receiving evidence from the United States.  Id.4 

Ultimately, POSCO’s petition cites no authority beyond a generic citation to 

Pansy that cross-use is “illegitimate.”  This leaves POSCO with a complaint that it 
                                           

 4 POSCO has previously tried to rely on In re Jenoptik’s suggestion that case law 
generally interpreting 28 U.S.C. § 1782 is “not relevant” to determining 
whether a protective order should be modified.  109 F.3d at 723.  But In re 
Jenoptik cannot speak to the relevance of Intel because it pre-dates Intel by over 
seven years.  The language in Intel is sweeping and speaks to matters of comity 
and international judicial relations that has relevance to matters beyond just 
Section 1782.  See, e.g., Infineon, 247 F.R.D. at 4 (acknowledging In re 
Jenoptik but considering Intel). 
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must suffer “one-sided” cross-use in foreign jurisdictions where that discovery 

would not be otherwise available.  But Intel addresses this complaint by explaining 

that “the foreign tribunal can place conditions on its acceptance of the information 

to maintain whatever measure of parity it concludes is appropriate.”  Intel, 542 

U.S. at 264; see also In re Gemeinshcafts-Praxis Dr. Med. Schottdorf, No. M19-

88, 2006 WL 3844464, at *6 (S.D.N.Y. Dec. 29, 2006) (“[T]he foreign tribunal 

may simply choose to exclude or disregard the discovered material should that 

tribunal find that the district court overstepped its bounds in ordering discovery.”).   

Given this Court’s—and others’—validation of cross-use, POSCO’s 

contention that the district court abused its discretion by modifying the protective 

order for an illegitimate purpose is baseless. 

d. Cross-Use Here Promotes Efficiency and 
Fairness 

The Special Master also found that cross-use of the information identified by 

Nippon in the litigations in Japan and Korea could promote fairness and efficiency 

because the information would provide a “completeness to that submitted by 

POSCO” in those litigations.  Ex. L, at 22.  POSCO does not come close to making 

the necessary showing that the balancing below was clearly and indisputably 

wrong. 

First, courts have likewise concluded that cross-use of relevant materials 

promotes judicial efficiency.  See, e.g., Infineon, 247 F.R.D. at 5 (noting “litigation 
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efficiency gains” from the sharing of information).  That conclusion makes 

eminent sense.  Indeed, POSCO has not “disputed the factual basis” of the Special 

Master’s determination that its documents “provid[e] a completeness” to POSCO’s 

arguments overseas.  Ex. P, at 4; Ex. L, at 22.  Neither has POSCO disputed that 

providing foreign courts with additional pertinent information gives those courts 

the ability to assess the validity of a party’s arguments.  See Intel, 542 U.S. at 262 

(noting foreign tribunals “may find [discovery] useful”).  The Special Master’s 

order, moreover, notes the clear safeguard against cross-use violating the 

sovereignty of foreign proceedings; namely, the foreign courts remain in control of 

their own proceedings and can refuse to accept the cross-used materials.  Ex. L, at 

20, 22.   

Second, permitting cross-use is fair and equitable.  See, e.g., In re Jenoptik, 

109 F.3d at 722 (affirming, on mandamus review, a district court’s determination 

that a “protective order should not be a means to keep relevant information from 

courts” (internal quotation marks omitted)).  The point of the judicial process is to 

determine the truth so that courts can fairly dispense justice, and the provision of 

additional relevant, non-privileged information that helps distinguish between true 

and false arguments can only increase the probability that the foreign court’s 

ultimate decision is fair.  Cf. Pansy, 23 F.3d at 790 (“[I]f access to protected 

[material] can be granted without harm to legitimate secrecy interests . . . 
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continued judicial protection cannot be justified.” (emphasis added)); Beckman 

Indus., 966 F.2d at 475 (noting strong interest in “disclosure to meet the needs of 

parties in pending litigation”).  

Finally, POSCO’s cases do not establish that the decisions below committed 

clear and indisputable error in arriving at their result.  Medeva Pharma Suisse A.G. 

v. Roxane Laboratories deals with a request to disclose materials to a government 

agency—and the disclosure of that information would put the defendant at a 

competitive disadvantage in the marketplace (indeed, that was the very point).  No. 

07-5165, 2011 WL 3841377, at *2 (D.N.J. Aug. 26, 2011).  By contrast, the 

disclosure here would only be to outside counsel and potentially foreign courts 

with significant safeguards to prevent the release of any evidence that might put 

POSCO at a competitive disadvantage in the market.  Likewise, LG deals with 

evidence not shown to be relevant, and balances the Pansy factors differently based 

upon the different facts present in that case.  See 2010 WL 5463305, at *4.  Cordis 

Corp. v. SciMed Life Systems rested its determination on a finding that no changed 

circumstances had been shown, 177 F.R.D. 651, 654 (D. Minn. 1997)—a challenge 

that POSCO does not even raise—thereby rendering the rest of Cordis’s discussion 

of foreign cross-use not only dicta, but also dicta that is contradicted by a 

subsequent Supreme Court decision.  See Intel, 542 U.S. at 262 (noting that it is 

Case: 15-112      Document: 14     Page: 27     Filed: 11/17/2014



22 

“senseless” not to provide information to a foreign court simply because of a 

jurisdiction’s different discovery rules).  

At best for POSCO, all these cases show is that different district courts, 

evaluating different facts, decided not to permit cross-use.  None of POSCO’s 

cases prove that the district court necessarily abused its discretion by applying the 

Pansy factors to arrive at the decision it did, a showing that POSCO must—but 

cannot—make to demonstrate entitlement to mandamus.  See Allied Chem. Corp., 

449 U.S. at 36 (noting that a litigant must show that her “right to a particular result 

is clear and indisputable” (emphasis added) (internal quotation marks omitted)); 

see also In re Vistaprint Ltd., 628 F.3d 1342, 1347 (Fed. Cir. 2010) (denying 

mandamus while reasoning, in part, that multifactor balancing tests “often create[] 

a reasonable range of choice”).  

e. POSCO Waived Any “Public Interest” 
Arguments Below 

That the district court did not attach determinative weight to the public 

interest, as POSCO notes on page 20 of its Petition, is not surprising.  POSCO’s 

own brief to the district court noted that “these issues, which Third Circuit courts 

typically assess, are not relevant to the analysis.”  Ex. Q, at 17 n.5 (emphasis 

added).  Indeed, while identifying to the district court the Pansy balancing factors, 

POSCO asserted that only “reliance,” “privacy interests,” and “whether the 

information is being sought for a legitimate purpose or improper purpose” were 
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relevant.  Id. at 17; see also id. at 2 (raising only three “applicable” Pansy factors).  

Therefore, POSCO waived any arguments related to the “public interest” by failing 

to raise them before the district court.   See, e.g., SCA Hygiene Prods. Aktiebolag v. 

First Quality Baby Prods., LLC, 767 F.3d 1339, 1348 (Fed. Cir. 2014).5 

3. Granting Mandamus Would Conflict with In re 
Jenoptik 

This Court already addressed the appropriateness of modifying a 

confidentiality order to permit foreign cross-use in In re Jenoptik, and in so doing 

it rejected many of the arguments POSCO makes.  In In re Jenoptik, plaintiff 

Therma-Wave sought to modify a protective order to permit confidential 

deposition testimony to be presented to a German court, alleging that the 

deposition testimony conflicted with a brief filed by defendant Jenoptik in the 

German litigation.  109 F.3d at 722.  The district court granted the motion, 

reasoning in part that a protective order “should not be a means to keep relevant 

information from courts.”  Id.  Jenoptik petitioned for mandamus, making many of 

                                           

 5 In any case, POSCO’s newfound focus on the “public interest,” given the facts 
of this case, does not show how the district court’s ultimate weighing of the 
“not exhaustive” Pansy factors, 23 F.3d at 789, was such a clear abuse of 
discretion that the determination could not be said to be “based on [a] rational 
argument,” Volkswagen, 566 F.3d at 1351.  And, contrary to POSCO’s 
assertions, there is a public interest in allowing POSCO’s document to be 
confidentially used in a limited fashion to further “the revelation of truth and 
the attainment of justice.”  United States v. Mendoza, 574 F.2d 1373, 1381 (5th 
Cir. 1978).   
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the same arguments POSCO raises here:  to wit, that the district court’s decision 

was improper because (1) it failed to adequately address and protect the 

confidentiality of the testimony, and (2) it circumvented the discovery procedures 

of German courts.  Id.   

On review, this Court rejected Jenoptik’s arguments.  First, this Court 

rejected Jenoptik’s argument that the district court failed to protect the confidential 

status of the discovery because Therma-Wave had agreed to comply with the U.S. 

court’s confidentiality order in Germany.  109 F.3d at 723.  Second, this Court 

found Jenoptik’s consideration of German discovery procedures irrelevant, 

explaining that “the district court’s modification order did not circumvent German 

rules pertaining to discovery” because “it simply enabled the German court to have 

the deposition material before it so that it could apply those rules.”  Id. 

In attempting to distance itself from this Court’s reasoning in In re Jenoptik, 

POSCO has previously tried to rely on arbitrary and irrelevant distinguishing 

points.  POSCO points to alleged differences in the Third and Ninth Circuit 

standards for modifying a confidentiality order.  Yet POSCO fails to acknowledge 

that Pansy itself in many ways agrees with the approach of the Ninth Circuit.  See 

Pansy, 23 F.3d at 789.  As noted earlier, Pansy cites to Beckman Industries to 

explain the standard, particularly as regards reliance.  Id. at 789–90.  Furthermore, 

while POSCO is correct that the Ninth Circuit “strongly favors disclosure to meet 
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the needs of parties in pending litigation,” see Pet. at 11, the Third Circuit has 

similarly emphasized the importance of “sharing of information among current and 

potential litigants,” Glenmede Trust, 56 F.3d at 485.6   

There is little new here that was not already addressed and rejected by this 

Court in In re Jenoptik.  In fact, with these arguments already having been rejected, 

this Court’s decision in In re Jenoptik compels that POSCO’s petition be denied. 

II. ISSUING THE WRIT IS NOT APPROPRIATE HERE 

Even if the other prerequisites for issuing mandamus are met, POSCO still 

must show that “the writ is appropriate under the circumstances.”  Cheney, 542 

U.S. at 381.  POSCO’s petition does not meet this demanding test. 

This Court has previously articulated three “rigorous requirements” for 

determining whether mandamus review of discovery orders is appropriate.   In re 

Regents, 101 F.3d at 1388.  For mandamus to be appropriate based on privilege or 

confidentiality concerns, a petition should (1) raise “an important issue of first 

impression,” (2) demonstrate that the “privilege would be lost if review were 

denied until final judgment,” and (3) establish that “immediate resolution would 

avoid the development of doctrine that would undermine the privilege.”  Id. at 

                                           

 6 POSCO also points to the fact that the district court in In re Jenoptik modified a 
stipulated protective order rather than one entered by the court.  Yet POSCO 
cites to no cases in which this fact was found to be a reason to deny 
modification to the protective order. 
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1388.   The en banc court has since confirmed the applicability of the Regents 

factors.  See In re Seagate Tech., LLC, 497 F.3d 1360, 1367 (Fed. Cir. 2007) (en 

banc).  POSCO’s petition does not meet that high threshold. 

First, POSCO’s petition does not raise an important question of first 

impression—no one disputes Pansy governs, nor can POSCO dispute that this 

Court considered this issue in In re Jenoptik.  Rather, POSCO argues that the 

district court committed legal error in applying a multifactor balancing test that the 

Third Circuit admits is “unavoidably vague,” “of course not exhaustive,” and 

“likely to lead to unpredictable results.”  23 F.3d at 789.  As such, POSCO’s 

petition is distinguishable from many of the examples of successful mandamus 

petitions that it cites in its brief.  See, e.g., In re Deutsche Bank, 605 F.3d at 1375 

(noting “an important issue of first impression.”); In re Spalding Sports 

Worldwide, 203 F.3d 800, 804 (Fed. Cir. 2000) (same). 

Second, POSCO fails to show that any privilege would be lost.  To be sure, 

Nippon concedes that the second Regents factor can be met by showing an 

imminent risk of disclosure of privileged materials or trade secrets in certain 

instances.  But POSCO’s showing—which relies on trade secrets and not 

privileged materials—does not account for important differences between the 

public interests underlying protections for privileged materials and trade secrets.   

The public interest with regard to privileged materials extends to keeping those 
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materials from opposing counsel (and courts), whereas the public interest with 

regard to trade secrets only extends to keeping those secrets from the public and 

competitors.  See, e.g., INVISTA N. Am. S.A.R.L. v. M & G USA Corp., No. CIV.A. 

11-1007-SLR, 2013 WL 1614971, at *3 (D. Del. Apr. 5, 2013). 

  That is why, for example, trade secrets, but not privileged materials, are 

shared with outside counsel and courts under an attorneys’-eyes-only designation.  

Accordingly, given the extensive protections in the protective order here 

safeguarding against the release of confidential material to Nippon or the public, 

POSCO fails to show that this Court’s prompt intervention is needed.  

Third, POSCO does not show that immediate resolution would avoid the 

development of doctrine that would undermine the privilege.  Both decisions 

below properly cited the Pansy factors and made a good faith effort to apply them.  

POSCO demonstrates no structural risk that district courts will start engaging in 

the sort of flagrant abuses of discretion necessary to justify this Court’s 

intervention via mandamus. 

Since POSCO does not satisfy the Regents factors, the mandamus petition 

should be denied even if the first two prerequisites for granting mandamus have 

been met.  The Supreme Court has repeatedly noted the strong public interest in 

only issuing the writ in extraordinary circumstances.  “A judicial readiness to issue 

the writ . . . in anything less than an extraordinary situation,” explained the Court, 
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“would run the real risk” of encouraging piecemeal litigation contrary to the “fair 

and prompt administration of justice.”  Kerr v. U.S. Dist. Court for N. Dist. of Cal., 

426 U.S. 394, 403 (1976).   

 CONCLUSION 

The Petitioners’ Mandamus Petition should be denied. 

     Respectfully submitted, 
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